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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 . Claims 1 5-28 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for the disclosed substituents, does not reasonably provide enablement for 
all of the encompassed substituents by the claimed recitation of "substituted" in claim 15.. The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 

A. The instant claims recite "substituted" without specifying what the substituents are. 
There are an infinite number of potential substituents many of which are not expected to function 
according to the instantly claimed invention. It would require undue experimentation to 
determine how to employ each of these substituents and to determine whether or not they will 
function in the instantly claimed invention. 

"Substituted" encompasses all known and yet to be discovered substituents. This is an 
infinite sized list. There is no general guidance as to how to choose substituents which will 
function in the instant invention from this list nor how to attach the various moieties 
encompassed by "substituted". The instant specification gives no guidance as to how to choose 
the substituents encompassed by the instant claims which will function and those which will not 
function in the instant claims. It requires an infinite amount of experimentation to determine 
how to attach most of the moieties encompassed by the instant claims and another infinite 
amount of experimentation to determine which attached moieties will function in the instant 
invention. This is undue in that it is impossible to perform. The fact that the chemical arts are 
unpredictable would require significant guidance from the specification for the ordinary skilled 
artisan to be able to make substitutions which would function as required of the instant invention, 
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i.e. one cannot predict with any degree of accuracy which substituents will and will not function 
according to the instant specification without testing them, e.g. testing an infinite sized list of 
substituents. The instant specification thus does not meet the test for enablement of the full 
scope of the instantly claimed "substituted" moieties as required by In re Wands at MPEP 
2164.01 [R-5] Test of Enablement. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 15-28 are rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
Application Publication No. 2001/0021746 Al Nabavi et aL 

Nabavi discloses the instantly claimed invention at the abstract, which encompasses all free 
NCO groups, sections [0051]-[0059] which encompasses the instantly claimed surfactant, 
sections [0108]-[0124] of which [0110] encompasses the instantly claimed viscosities and the 
identities of the specific isocyanates have the instantly claimed NCO contents, e.g. the 
exemplified isocyanates have the instantly claimed NCO contents. The reference disclosure at 
section [0110] regarding lowering viscosity and reducing solvent content by using trimers or 
dimmers discussed therein and the visocity requirements of this section coupled with the 
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ordinary skilled artisan's understanding of how viscosity is affected by molecular weight by 
definition of "viscosity average molecular weight" is such that the ordinary skilled artisan would 
have envisioned the instant claims 16-17 and 20-22 from the reference's disclosure at section 
[0110]. These compositions are used to make aqueous dispersions or emulsions for use as paint 
or varnish (sections [0010], [001 1]) which falls within the scope of the instant claims 23-28. It is 
not seen that the compositions of the reference contain any excess acid nor base and are therefore 
expected to have pHs in the broad range of the instant claim 26, particularly if they are used as 
coatings, which cannot degrade the substrates they are applied to. The polyols of section [001 1] 
fall within the scope of the instant claim 24. Coatings adhere to substrates which meets the 
requirement of claim 27. 

5. Claims 15-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Application Publication No. 2001/0021746 Al Nabavi et ah. 

Nabavi discloses the instantly claimed invention at the abstract, which encompasses all free 
NCO groups, sections [0051]-[0059] which encompasses the instantly claimed surfactant, 
sections [0108]-[0124] of which [0110] encompasses the instantly claimed viscosities and the 
identities of the specific isocyanates have the instantly claimed NCO contents, e.g. the 
exemplified isocyanates have the instantly claimed NCO contents. The reference disclosure at 
section [0110] regarding lowering viscosity and reducing solvent content by using trimers or 
dimmers discussed therein and the visocity requirements of this section coupled with the 
ordinary skilled artisan's understanding of how viscosity is affected by molecular weight by 
definition of "viscosity average molecular weight" is such that the ordinary skilled artisan would 
have envisioned the instant claims 16-17 and 20-22 from the reference's disclosure at section 
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[0110]. These compositions are used to make aqueous dispersions or emulsions for use as paint 
or varnish (sections [0010], [001 1]) which falls within the scope of the instant claims 23-28. It is 
not seen that the compositions of the reference contain any excess acid nor base and are therefore 
expected to have pHs in the broad range of the instant claim 26, particularly if they are used as 
coatings, which cannot degrade the substrates they are applied to. The polyols of section [001 1] 
fall within the scope of the instant claim 24. Coatings adhere to substrates which meets the 
requirement of claim 27. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the instantly claimed combinations of ingredients from the disclosure of Nabavi 
because they are encompassed by Nabavi and would have been expected to give the coating 
properties disclosed by Nabavi. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121 . The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
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Primary Examiner 
Art Unit 1714 



